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APPELLANTS'/APPLICANTS' OPENING BRIEF ON APPEAL 
1 . Real Party In Interest. 

The real party in interest is Hewlett-Packard Development Company, LP, a 
limited partnership established under the laws of the State of Texas and having a 
principal place of business at 20555 S.K 249 Houston, TX 77070, U.S.A. 
(hereinafter "HPDC"). HPDC is a Texas limited partnership and is a wholly-owned 
affiliate of Hewlett-Packard Company, a Delaware Corporation, headquartered in 
Palo Alto, CA. The general or managing partner of HPDC is HPQ Holding. LLC. 



2. Related Appeals And Interferences. 

There are no other appeals or interferences known to Appellants, Appellants' 
legal representative or the Assignee which will affect or be directly affected by or 
have a bearing on the Board's decision in the pending appeal. 



S 



3. Status Of Claims. 

Claims 1-16 and 19-36 are pending. The rejections of all pending claims are 
appealed. 
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4. Status Of Amendments. 

No amendments were filed after the final action. 

5. Summary Of Claimed Subject Matter. 

Claim 1 is directed to a driver install system that includes means for 
determining rf the hardware device is connected to the computer system (Fig. 2. 
driver installer 150; Fig. 6B, step 161; Specification, page 18, lines 3^*), means for 
instructing a user to connect the hardware device if it is determined that the 
hardware device is not connected to the computer system (Fig. 2, driver installer 
150; Fig. 6B f steps 162-163; Specification, page 18, lines 4-8), and means for 
installing a driver for the hardware device if it is determined that the hardware device 
is connected to the computer system (Fig. 2, driver installer 150; Fig. 6B, step 166; 
Specification, page 18, tines 12-13). 

Claims 9, 19 and 27, which are method, computer medium and system 
(without means plus function elements) counterparts to the system of Claim 1 , 
respectively, recite similar limitations. 

Claim 35 is directed to a method for installing a device driver that includes: 

determining if an operating system on the computer includes a Windows 
installer service (Fig. 6B, step 152; Specification, page 17, lines 5-7): 

if it is determined that the operating system does not include a Windows 
installer service, then removing any driver for the device provided by the operating 
system and setting up the operating system to use a driver provided with the device 
(Fig. 6B, steps 152, 153 and 154; Specification, page 17, lines 8-14); 

if it is determined that the operating system includes a Windows installer 
service, then updating any driver for the device associated with the Windows 
installer service with a driver provided with the device (Fig. 6B, steps 152, 156 and 
157; Specification, page 17, lines 17-24) 1 ; 

determining if the hardware device is connected to the computer (Fig. 6B, 
step 161; Specification, page 1 8, lines 3-4); 



There is an obvious error at page 17, line 1 7 ofthc Specification. Consistcm with the decision "Yes" between 
Steps 152 and 156 in Fig. 6B, Page 17, lines 1 7 should read "the operating system is nor Windows 98-—" 

09X43, $75 
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if it is determined that the device is not connected to the computer, then 
instructing a user to connect the hardware device to the computer (Fig. 68, steps 
1 62-1 63; Specification, page 1 8, lines 4-8); and 

if it Is determined that the device is connected to the computer, then installing 
the driver provided with the hardware device (Fig, 6B, step 166; Specification, page 
18. lines 12-13). 

Claim 36, which is a computer medium counterpart to the method of Claim 
35, recites similar limitations. 

6. Grounds For Rejection To Be Reviewed. 

A. There is nothing in Fleming (6530018) that suggests instructing a user 
to connect the hardware device if the device is not already connected (Claims 1-16 
and 19-36), 

B. Edelstein (6378128) does not teach removing a driver if it is 
determined the operating system does not include a Windows Installer, or updating 
a driver if it is determined that the operating system does include a Windows 
Installer (Claims 35 and 36). 

7. Argument. 

A. Ground For Rejection A (Claims 1-16 and 19-36) - There is nothing in 
Fleming that suggests instructing a user to connect the hardware 
device if the device is not already connected. 

Claims 1-34 were rejected under Section 103 as being obvious over Fleming 

(6530018) (Claims 1-5, 8-13, 1 6, 19-22, 25-30 and 33-34) or Fleming in view of 

Nykanen (6574678) (Claims 6-7, 14-15, 23-24 and 31-32). Claim 1 is directed to a 

system that includes a means for instructing a user to connect the hardware device if 

it is determined that the hardware device is not connected to the computer system. 

The Examiner acknowledges that Fleming does not teach this limitation. In support 

of the rejection of Claim 1 , however, the Examiner asserts that 

"It would have been obvious to one of ordinary skill in the art to 
have also included the step of instructing a user to connect the 
hardware device if it is determined that the hardware device is not 

09&43,875 
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connected to the computer system. By implementing this step, the 
user will be prompted to connect a hardware device to the system 
when they want to install a driver for the hardware device." Office 
Action mailed January 5, 2005. page 3. 

The Examiner's assertion is not sufficient to support the rejection. The 
advantage asserted by the Examiner as the motivation to modify Fleming (the user 
will be prompted to connect a hardware device to the system when they want to 
install a driver for the hardware device) is self-evident from the claim elements. 
Indeed, it is simply a restatement of the claim elements — n a hardware driver install 
system" that includes "means for instructing a user to connect the hardware device" 
and "means for installing a driver." Of course the claimed invention has the 
advantage of prompting the user to connect the hardware device when they want to 
install the driver because that's what Claim 1 says. 

Obviousness can only be established by modifying the teachings of the prior 
art where there is some teaching, suggestion, or motivation to do so found either in 
the reference or in the knowledge generally available to one of ordinary skill in the 
art MPEP 2143. While it may be true that an advantage of the modification may 
indicate the required motivation, that advantage must be recognized in the prior art 
or drawn from a convincing line of reasoning based on established scientific 
principles or legal precedent MPEP 2144. It is impermissible for the Examiner to 
look to the Applicants' own teachings for the motivation to modify. MPEP 2142. 

Fleming detects the presence of a hardware device connected to the system: 
"the system starts by detecting the presence of device 102 within computer system 
108 (step 302)." Fleming, column 4, lines 57-58. Fleming clearly contemplates 
detecting a device that has already been connected. That is to say, Fleming does 
not determine if any particular device is present. Rather, Fleming detects thatihe 
device is present Quite logically, therefore, Fleming makes no provision for 
prompting the user to connect a device if the device is not detected as already being 
present on the computer system. In Fleming, a device that is not detected is 
irrelevant - Fleming has no interest in any device that is not already connected to 
the system. 

Claim 1 , by contrast, focuses on getting the target device connected if it is not 
already connected. Claim 1 , therefore, includes a means for determining if the 
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device is connected and a means for instructing the user to connect the device if it is 
determined that the device is not already connected. 

It is axiomatic, as the Examiner correctly notes, that the main purpose of a 
detection mechanism is to detect the presence of a device (Office Action, page 8). 
After all, that is what a detector does - it detects things. One might also goes so far 
as to say, as the Examiner does, that the main purpose also includes taking 
"appropriate action" if a device is not detected, but only if doing nothing is deemed 
an appropriate action. Doing nothing is, after all, the only "appropriate action" that 
can be reasonably be attributed to Fleming in the event a device is not detected 
because Fleming is completely silent on what happens if a device is not detected - 
Fleming's system STARTS when the device is detected. Doing nothing is the only 
"appropriate action* that might reasonably be deemed obvious from Fleming. 

There is nothing in Fleming that even remotely suggests instructing a user to 
install a device. The Examiner's conclusion of obviousness is classic hindsight. 
Nobody reading Fleming would give any thought at all to what happens when a 
device Is not detected (other than doing nothing) without having first read the instant 
application, Fleming detects the presence of a hardware device connected to the 
system, but makes no provision for prompting the user to connect the device if it is 
determined that the device is not already connected, as in Claim 1. The Examiner 
has not made any showing of a motivation to modify Fleming apart from Applicants' 
own teaching. Absent such a showing, the rejection should be withdrawn. 

Claims 9 and 19 are method and computer medium counterparts to the 
system of Claim 1 . Claim 27 is directed to a system that includes a user interface 
that instructs a user to connect the hardware device if it is determined that the 
hardware device is not connected to the computer system. Claims 9 f 1 9 and 27, 
therefore, are felt to distinguish patentably over Fleming for the reasons noted above 
for Claim 1 . Claims 2-8, 1 CM 6, 20-26 and 28-34 are also felt to distinguish 
patentably over Fleming (or Fleming in view of Nykanen) due to their dependence on 
Claims 1, 9, 19 and 27, respectively. 

B. Ground For Rejection B (Claims 35-36) - Edelstein does not teach 
removing a driver if it is determined the operating system does not 

0&943.875 
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include a Windows Installer, or updating a driver if It is determined that 
the operating system does include a Windows Installer. 

Claims 35 and 36 were rejected under Section 103 as being obvious over 
Fleming in view of Edelstein (6378128). The rejection is based on the assertion that 
Edelstein teaches determining if the computer operating system includes a Windows 
installer and then taking the claimed action in response to this determination. 

Claim 35 recites: 

determining if an operating system on the computer includes a Windows 
installer service; 

if it is determined that the operating system does not include a Windows 
installer service, then removing any driver for the device provided by the operating 
system and setting up the operating system to use a driver provided with the device; 
and 

if it is determined that the operating system includes a Windows installer 
service, then updating any driver for the device associated with the Windows 
installer service with a driver provided with the device. 

Claim 36, which is a computer medium counterpart to the method of Claim 
35, contains similar limitations. 

Edelstein teaches adding an intelligent install module to the Windows Installer 
to provide functionality for dynamically creating or modifying the install-set for 
installing an application program. Edelstein, column 6, lines 32-36. Edelstein does 
not make any determination that the operating system does or does not include a 
Windows installer. Rather, Edelstein assumes the Windows Installer exists in the 
operating system. It necessarily follows, therefore, that Edelstein does not take any 
action in response to any such determination. Specifically, Edelstein does not teach 
removing a driver if It Is determined the operating system does not include a 
Windows Installer, or updating a driver if it is determined that the operating system 
does include a Windows Installer. Indeed, Edelstein doesn't have anything to do 
with device drivers. 

The Examiner asserts that "operable to detect- at column 6, tine 29 in 
Edelstein teaches determining that the operating system does not include a 
Windows Installer. The Examiner's assertion is not correct. The cited passage 

0&943.875 
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refers to "a WINDOWS INSTALLER program module that is operable to detect and 
install a new application program module 136..„" This passage doesn't say anything 
about determining that the operating system does not include a Windows installer. 
Indeed, it is clear that the operating system does include a Windows Installer 

The Examiner asserts that "install a new application program module" at 
column 6, line 31 in Edelstein teaches removing a driver provided by the operating 
system. The Examiner's assertion is not correct. The cited passage refers to "a 
WINDOWS INSTALLER program module that is operable to detect and install a new 
application program module 136....'* This passage doesn't say anything about 
removing a device driver or any other programming. 

The Applicant respectfully submits that Edelstein really doesn't have any 
relevance at all to the subject matter of Claims 35 and 36. The rejection of Claims 
35 and 36 should be withdrawn. 
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APPENDIX OF CLAIMS INVOLVED IN THE APPEAL 

1 . A hardware driver install system used in conjunction with a computer 
system, said install system apparatus comprising: 

means for determining if the hardware device is connected to the computer 
system; 

means for instructing a user to connect the hardware device if it is determined 
that the hardware device is not connected to the computer system; and 

means for installing a driver for the hardware device if it is determined that the 
hardware device is connected to the computer system. 

2. The system of claim 1 1 further comprising; 

means for determining if a default driver exists for the hardware device. 

3. The system of claim 2, further comprising: 

means for replacing the default driver with the driver for the hardware device 
if it is determined that the hardware device is connected to the computer system . 

4. The system of claim 1 f wherein the installing means further comprises: 
means for acquiring the driver from a network source, 

5. The system of claim 1 , further comprising: 

means for determining if there are a plurality of hardware devices connected 
to the computer system. 

6. The system of claim 1 , further comprising: 

means for determining which of the plurality of hardware devices connected 
to the computer system are to be removed. 

7. The system of daim 6, wherein said plurality of hardware devices 
determining means further comprises: 

09m3 r 87S 
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means for removing the plurality of hardware devices from a device object 
that are determined to be removed; and 

means for removing any shortcut for the plurality of hardware devices that are 
determined to be removed from the computer system, 

8. The system of claim 1 , further comprising: 

means for using a default install system of an operating system for the 
computer system when installing the driver for the hardware device. 

9. A method for installing a driver for a hardware device on a computer 
system, the method comprising: 

determining if the hardware device is connected to the computer system; 

instructing a user to connect the hardware device if it is determined that the 
hardware device is not connected to the computer system; and 

installing the driver for the hardware device if it is determined that the 
hardware device is connected to the computer system. 

1 0. The method of claim 9, wherein the installing step further comprises: 
determining if a default driver exists for the hardware device. 

1 1 . The method of claim 1 0, wherein the installing step further comprises: 
replacing the default driver with the driver for the hardware device if it is 

determined that the hardware device is connected to the computer system. 

1 2. The method of claim 9, wherein the installing step further comprises: 
acquiring the driver from a network source. 

1 3. The method of claim 9, further comprising: 

determining if there are a plurality of device instances are connected to the 
computer system. 
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14. The method of claim 13, wherein the plurality of hardware devices 
determining step further comprises the step of: 

determining which of the plurality of device instances connected to the 
computer system are to be removed. 

15. The method of claim 14, further comprising: 

removing the plurality of hardware devices from a device object that are 
determined to be removed; and 

removing any shortcut for the plurality of hardware devices that are 
determined to be removed from the computer system. 

16. The method of claim 9, further comprising: 

using a default install system of an operating system on the computer system 
for installing the driver for the hardware device. 

17-18.(cancelled) 

1 9. A computer readable medium for a hardware driver install system, 
comprising: 

logic for determining if the hardware device is connected to the computer 
system; 

logic for instructing a user to connect the hardware device if it is determined 
that the hardware device is not connected to the computer system; and 

logic for installing the driver for the hardware device if it is determined that the 
hardware device is connected to the computer system. 

20. The computer readable medium of claim 19, further comprising: 
logic for determining if a default driver exists for the hardware device. 

21 . The computer readable medium of claim 20, further comprising: 

logic for replacing the default driver with the driver for the hardware device if it 
is determined that the hardware device is connected to the computer system. 
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22. The computer readable medium of claim 19, further comprising: 
logic for determining If there are a plurality of hardware devices connected to 

the computer system. 

23. The computer readable medium of claim 22, further comprising: 
logic for determining which of the plurality of hardware devices connected to 

the computer system are to be removed. 

24. The computer readable medium of claim 23, further comprising: 
logic for removing the plurality of hardware devices from a device object that 

are determined to be removed; and 

logic for removing any shortcut for the plurality of hardware devices that are 
determined to be removed from the computer system, 

25. The computer readable medium of claim 19, further comprising: 
logic for acquiring the driver from a network source. 

26. The computer readable medium of daim 19, further comprising: 

logic for using a default install system of an operating system on the computer 
system for installing the driver for the hardware device. 

27. A hardware driver install system on a computer system, the install 
system apparatus comprising: 

a decision mechanism that determines if the hardware device is connected to 
the computer system; 

a user interface that instructs a user to connect the hardware device if it is 
determined that the hardware device is not connected to the computer system; and 

a driver installer that installs a driver for the hardware device if it is determined 
that the hardware device is connected to the computer system. 

28. The system of claim 27, wherein the decision mechanism further 
comprises: 

09/943,875 
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logic configured to determine if a default driver exists for the hardware device. 

29. The system of claim 28, wherein the driver installer further comprises: 
logic configured to replace the default driver with the driver for the hardware 

device if it is determined that the hardware device is connected to the computer 
system. 

30. The system of claim 27, wherein the decision mechanism further 
comprises: 

logic configured to determine if there are a plurality of hardware devices 
connected to the computer system. 

31 . The system of claim 30, wherein the decision mechanism further 
comprises: 

logic configured to determine which of the plurality of hardware devices 
connected to the computer system are to be removed. 

32. The system of claim 31 , wherein the decision mechanism further 
comprises: 

logic configured to remove the plurality of hardware devices from a device 
object that are determined to be removed; and 

logic configured to remove any shortcut for the plurality of hardware devices 
that are determined to be removed from the computer system. 

33- The system of claim 27, wherein the driver installer further comprises: 
logic configured to utilize a default install system of an operating system for 
the computer system, 

34. The system of claim 27, wherein the driver installer further comprises: 
logic configured to acquire the driver from a network source. 
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35. A method for installing a driver for a hardware device on a computer, 
the method comprising; 

determining if an operating system on the computer includes a Windows 
installer service; 

if it is determined that the operating system does not include a Windows 
installer service, then removing any driver for the device provided by the operating 
system and setting up the operating system to use a driver provided with the device; 

if it is determined that the operating system includes a Windows installer 
service, then updating any driver for the device associated with the Windows 
installer service with a driver provided with the device; 

determining if the hardware device is connected to the computer; 

if it Is determined that the device is not connected to the computer, then 
instructing a user to connect the hardware device to the computer; and 

if it is determined that the device is connected to the computer, then installing 
the driver provided with the hardware device. 

36. A computer readable medium for a hardware driver install system, 
comprising: 

logic for determining if an operating system on the computer includes a 
Windows installer service; 

logic for, if it is determined that the operating system does not include a 
Windows installer service, then removing any driver for the device provided by the 
operating system and setting up the operating system to use a driver provided with 
the device; 

logic for, if it is determined that the operating system includes a Windows 
installer service, then updating any driver for the device associated with the 
Windows installer service with a driver provided with the device; 

logic for determining rf the hardware device is connected to the computer; 

logic for, If it is determined that the device is not connected to the computer, 
then instructing a user to connect the hardware device to the computer, and 
logic for, if it is determined that the device is connected to the computer, then 
installing the driver provided with the hardware device. 
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